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Remarks 

Contents of Old Claim 2 (now merged into Claim 1). Regarding the rejection in the Office Action 
of Claim 2 under 35 USC 102, Alia, we request the examiner to reconsider her rejection in light of 
the additional discussion. While Alia does teach a female condom suitable for insertion by a 
passive female user, it specifically does not teach a condom insertable into a passive user's 
anus, which, presumably, would be more difficult than insertion into a vagina, thereby requiring 
the sides of the condom in Resnic's invention to be substantially stronger than those in Alla's. 
Indeed, Alia makes no reference to a condom insertable into the anus and makes no mention of 
the strength of the condom. Thus, it appears that Resnic's condom is not directly read upon by 
Alla's. 

We would like to take this discussion a step further, and propose that the contents of Claim 2 of 
the Resnic application are not even rejectable under 35 USC 103 per Alia, as a condom 
insertable into the anus of a passive sexual partner broadens the applicability of the condom from 
females desiring vaginal sex to females and males intending upon anal sex. Because of the 
concern over the spread of HIV among gay and bisexual males, and the heightened dangers of 
women engaging in anal intercourse with straight males, we propose that the ability of Resnic's 
condom for use in female and male anal sex is a substantially different use than a traditional 
vaginal female condom. Thus, we request a reexamination of the rejection of the former Claim 2 
contents (which have been added to Claim 1). 

We request that particular attention be paid to the wording of Resnic's application, which 
claims "a thick tubular sheath" . . . being adapted to be inserted into a sexual orifice of a 
passive partner such as a vagina and an anus". Thus, Resnic clearly anticipated the desires not 
only of straight males and straight females desiring safe, protected vaginal intercourse, but also 
the needs of two groups of people completely ignored by Alia: namely, females and males willing 
to engage as the passive partner in anal intercourse. 
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Indeed, Resnic notes in his section on Background of the Invention - Objects and Advantages of 
the Present Invention, (d) and (k), that the condom is so tough and rigid that it can, optionally, be 
sterilized and reused, and (g) can be used as a "solo operated condom device". These are two 
possible uses for Resnic's condom that are inconceivable with a standard, traditional condom - 
and not described in Alia or any other patent cited in the Office Action - thereby supporting our 
contention that this characteristic of Resnic's condom is not the subject of a proper rejection 
under 35 USC 102 or 35 USC 103. 

Contents of Old Claim 3 (Now New Claim 3): The Office Action rejected Old Claim 3 under 35 
USC 103 in view of Alia and Schwartz. We have added the limitations of Old Claims 1 and 2 to 
Old Claim 3 and believe that the collar is now patentable. 

Contents of Old Claim 4 (Now New Claim 6): The Office Action rejected Old Claim 4 under 35 
USC 103 in view of Alia and Hegedusch. We request reexamination of this rejection based on 
the fact that Resnic's claim covers both a first means of securing the condom to a male active 
user and a second means of securing the condom to a passive wearer. Hegedusch mentions a 
strap for securing a condom to a male and Alia notes, somewhat vaguely in Claim 2 that "said rim 
portion assuming a reentrant shape that will resist pull out." 

Old Claim 8 (the reservoir is claimed now in New Claims 14 and 21. Regarding the resen/oir in 
Old Claim 8, it was rejected under 35 USC 102 per Alia. We respectfully propose that the Alia 
patent does not read on Resnic's reservoir for several reasons. First, Alla's condom has more of 
a protuberance than an actual reservoir, as opposed to Resnic's condom which shows a clear 
reservoir section of the condom. Second, Resnic's reservoir is specially designed to hold and 
trap semen, as evidenced by its shape, thereby serving as an effective barrier against unwanted 
pregnancies and the spread of venereal diseases. Indeed, the shape of the protuberances in Alia 
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combined with his use of sponges actually would deflect any semen not absorbed from the 
protuberance and back up toward the open end of the condom. 

It is hoped that the rest of the new and amended claims, with their additional limitations, will prove 
patentable. 

I certify that this response to the Office Action adds no new matter to the application. 



Respectfully submitted by applicant's new attorney of record, 




Dated: February 1 1 , 2006 



Eric Hanscom 



Attorney for Applicant 
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